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is a continuation of Application 07/618, 187, filed Novenber
26, 1990, now abandoned.
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This is a decision on appeal fromthe final rejection of
claims 1-25, all of the clainms pending in the application. On
page 2 of the answer, the exam ner indicated that claim18 is
objected to as being dependent upon a rejected base claim but
woul d be allowable if rewitten in independent form thus,
clainms 1-17 and 19-25 remain before us on appeal .

The cl ai ned subject natter is directed to an apparatus
for conputer-aided design (CAD) of three-di nensional draw ngs.
Specifically, the CAD system provi des predeterm ned rel ati on-
shi ps that enable the user to alter the solid geonetry based
on those relationships.

| ndependent claim1 is reproduced as follows:

1. Apparatus for performng a set of display operations
to nndify a three dinensional drawi ng on a graphic display,
conpri si ng:

(a) neans for storing a plurality of planes for defining
a three dinensional drawi ng on a graphic display;

(b) neans for selecting a first plane based on a first
aspect of the three dinensional draw ng;

(c) means for defining a variable plane based on a second
aspect of the three dinensional draw ng;

(d) means for changing the di stance between the first
pl ane and the variable plane; and
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(e) neans for nodifying the drawing to reflect the
changed di st ance.

The references relied on by the Exam ner are as foll ows:

Hinelstein et al. (H nmelstein) 5,124, 693 June 23,
1992
(effective filing date Cct. 29, 1985)

J. E Fuller (Fuller), USING AUTOCAD®, 19-3-19-4 (3d ed., New
York, Delmar Publishers, Inc., 1989).
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Clains 1-3, 5, 9-11, 13, 17, and 19-25 stand rejected
under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over Hinelstein.
Clains 4, 6-8, 12, and 14-16 stand rejected under 35 U S.C. §
103 as bei ng unpatentable over H nelstein in view of Fuller.

Rat her than repeat the argunents of Appellants or the
Exam ner, we nake reference to the brief and the answers? for
t he details thereof.

OPI NI ON
After a careful review of the evidence before us, we wll

sustain the Examiner's rejection of clainms 1-3, 5, 7, 8-11

13, 15-17 and 19-25 under 35 U.S.C. § 103, but we will reverse
the rejection of clains 4, 6, 12, and 14 on appeal for the
reasons set forth infra.

At the outset, we note that Appellants have indicated on
page 5 of the brief that clains 1-25 stand or fall together,
but in addition set forth the foll ow ng groups:

Goup B - clains 4, 12, and 20;

Goup C - clains 6 and 14;

Goup D - clains 8 and 16;

Goup E - clains 17-20;
Goup F — claim18.

2 The Exam ner mailed an Exam ner's answer on February 27,
1997 and a suppl enental Exam ner's answer on June 30, 1999.

4



Appeal No. 1997-2898
Appl i cation 08/ 368, 239



Appeal No. 1997-2898
Appl i cation 08/ 368, 239

Goup F containing claim 18 is not considered in this appeal
as the Exam ner has withdrawn the rejection thereof. 37 CFR §
1.192(c)(7) (July 1, 1995) as anended at 60 Fed. Reg. 14518
(March 17, 1995), which was controlling at the tine of

Appel lants' filing the brief, states:

For each ground of rejection which
appel l ant contests and which applies to a
group of two or nore clains, the Board
shal|l select a single claimfromthe group
and shall decide the appeal as to the
ground of rejection on the basis of that
claimal one unl ess a statenent is included
that the clains of the group do not stand
or fall together and, in the argunent under
par agraph (c)(8) of this section, appellant
expl ains why the clains of the group are
believed to be separately patentable.
Merely pointing out differences in what the
clainms cover is not an argunent as to why
the clains are separately patentable.

Appel | ants have argued separately the clains in the foll ow ng
groups:

Goup A- Cains 1-3, 5, 7, 9-11, 13, 15, and 21-25;
Goup B- Cains 4 and 12;

Goup C- Cains 6 and 14;

Goup D- Cains 8 and 16;

Goup E- Cdains 17, 19, and 20.



Appeal No. 1997-2898
Appl i cation 08/ 368, 239

Thus, we will consider the clains to stand or fall as per
t hese argued groups. W wll treat clainms 1, 4, 6, 8 and 17

as the representative clainms for each group.

Appel  ants argue on page 9 of the brief that Hi nelstein
contains no description or suggestion of selecting a plane
within a three-dinensional drawing. Appellants argue that
Hi nel stein only generates perspective three di nensional
obj ects by setting a vanishing point and a depth. Further,
Appel I ants argue that Hi nelstein only discloses selecting
obj ects, not planes within a three-di nensional object.

Bef ore we can address Appellants argunents, we nust first
determ ne the scope of Appellants' claiml1l. "[T]he nanme of
the gane is the claim” 1In re Hiniker Co., 150 F.3d 1362,
1369, 47 USPQRd 1523, 1529 (Fed. Cir 1998). "Analysis begins
with a key | egal question—what is the invention clained? .
Caiminterpretation ... will normally control the remainder
of the decisional process.” Panduit Corp. v. Dennison Mg.
Co., 810 F.2d 1561, 1567-68, 1 USPQRd 1593, 1597 (Fed. Cir.),

cert. denied, 481 U S. 1052 (1987). dCains will be given
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their broadest reasonable interpretation consistent with the
specification, and limtations appearing in the specification
are not to be read into the clains. In re Etter, 756 F. 2d

852, 858, 225 USPQ 1, 5 (Fed. Gr. 1985).
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W note that Appellants' claim1 recites "neans for
selecting a first plane based on a first aspect of the three
di mensi onal drawing." The claimdoes not recite any explicit
activity by the CAD systemfor selecting a plane. Rather,
relying on the Appellants' specification, beginning on page
12, selection steps are performed by the user.® Thus, the
claimed neans for selecting a first plane is nerely the device
allowing the user to nake a selection as to what plane will be
considered the first plane.

The Examiner had stated in an Ofice Action that
H nelstein inplicitly teaches storage and sel ection of planes.
The Appel lants argued on page 9 of the brief that it is
inproper to infer the existence of claimlimtations. W
agree that the Exam ner’s language is not artful, but it is
clear that the Exam ner intended to argue that the [imtation

is inherent within the teachings of the reference.

3 W note that Appellants do not argue that the claimis
to be interpreted by |ooking to the specification for the
correspondi ng structure, material, or acts described therein,
and equivalents thereof, to the extent that the specification
provi des such discl osure.
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Hi nmel stein does contain a description of selecting a
pl ane within a three-dinensional drawi ng, and not just
selecting objects. In Hnelstein, when the user creates a
t hr ee- di nensi onal object, that user creates a front polygon
which is a two-di nensional plane. See paragraph bridging
colums 3 and 4. By creating that front pol ygon, the user has
a neans for selecting that polygon as a first plane. The user
sel ect abl e vani shing point and depth enables the CAD systemto
in turn generate a three-dinensional drawing using the front
pol ygon. The generated three-dinensional draw ng includes a
back pol ygon, i.e., variable plane. The depth of the draw ng
can be changed by dragging a point on the object, and the
drawing is nodified to reflect the change. See colum 4,
lines 46-57. W find that providing the user with the
capability of creating the front polygon neets the Appellants
cl ai red | anguage "neans for selecting a first plane" and
t hereby reads on Appellants' |imtations recited in claim1.
Appel I ants argue on page 12 of the brief that neither
Hi nmel stein nor Fuller discloses selecting faces of a three-

di mensi onal object, much | ess selecting nmultiple parent/offset
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pl ane pairs and changi ng the di stances between the respective
pairs.

Claim8 "neans for defining two pairs of parallel planes,
the parallel planes including first and second parent planes
for indicating two fixed faces of the three dinensional
drawing and first and second of fset planes for indicating two
vari abl e faces of the three dinensional drawi ng, the first
parent plane being parallel with the first offset plane, the
second parent plane being parallel with the second of fset
pl ane.” More specifically, the claimrecites tw pairs of
parent/of fset planes in a three-dinensional drawing. The
cl ai m does not recite selecting faces of a three-di nensional

obj ect .

11
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Hi nmel stei n di scl oses that nore than one graphic object
can be created in a graphic space. See colum 5, |ines 21-24.
Each graphic object is created by the user with a front
polygon (i.e., parent face) and based on a user provided depth
woul d be drawn with a correspondi ng back polygon (i.e., offset
face). For each graphic object, when the user creates a front
pol ygon such action constitutes selecting that polygon as a
parent face. W find that providing nore than one graphic
object in a graphic space where each graphic object has a
front polygon and a back pol ygon neets the Appellants' clained
| anguage "neans for defining two pairs of parallel planes" and
t hereby reads on Appellants' limtations in claim8.

Appel  ants argues on page 13 of the brief that neither
Hi nel stein nor Fuller discloses neans for determning a
di stance between the first face and the offset face.

Claim 17 recites a limtation of "determ ning a distance
between the first face and the offset face". Appellants’
di scl osure on page 13 provides an enbodi ment where di stances
bet ween faces are cal cul at ed. However, Appellants chose to

recite the broader termof "determning.” One way of
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determ ning a di stance between planes is by calculating a

di stance between planes. QOher ways of determi ning a distance
include retrieving a distance value fromnenory, which is what
is taught in Hnelstein. W find that retrieving a stored
depth value neets the clained limtation of "determ nation
means for determ ning a distance" and thereby reads on
Appellants' limtations in claim17.

Appel I ants argue on page 11 of the brief that Fuller does
not di scl ose selecting planes on the three-dinensional objects
and changi ng the distance between such planes. Specifically,
Appel l ants argue that neither Hi nelstein nor Fuller teaches
the clained imtation of selecting a parent plane froma
first object, a variable plane froma second object, and
changi ng the di stance between the planes, nodifying the
display to reflect the changed di stance. Appellants further
argue that neither Hi nelstein nor Fuller provides any notive
for nodifying H nelstein to arrive at the clainmed invention of
joining two three-di nensional objects by selecting planes on
t he objects and nodi fying the di stance between the sel ected

pl anes.
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Clainms 4, 6, 12 and 14 recite two, three-dinensional
drawi ngs and not objects. Specifically, clains 4 and 12
recite defining a plane froma second three-di nensi onal
drawing. Cains 6 and 14 recite joining two, three-

di mensi onal draw ngs.

Hi nel stein does not disclose adjusting the distance
bet ween a second three-di nensional drawi ngs' variable plane
and anot her three-di nmensional draw ngs' plane. Hinelstein
does not provide any indication that there would be
adj ust mrents nade to one three-dinensional drawi ng that have a
direct relationship to adjustnments nmade to anot her three-

di mensi onal drawi ng. The graphic draw ngs and graphi c spaces
in H nelstein are independent. Fuller does not teach a
correction to this deficiency. W find that Hnelstein fails
to teach the clained [imtations of "neans for defining a

pl ane froma second three-di mensi onal drawi ng as the variable
pl ane" and "nmeans for joining two, three-dinensional

drawi ngs,"” and that Fuller fails to correct those
deficiencies. Thus, the references do not read on the

limtations of clainms 4, 6, 12 and 14.
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In view of the foregoing, the decision of the Exam ner
rejecting clains 1-3, 5, 7-11, 13, 15-17, and 19-25 under 35
US C § 103 is affirmed;, however, the decision of the
Exam ner rejecting clainms 4, 6, 12, and 14 under 35 U.S.C. 8§

103 i s reversed.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR 8

1.136(a).
AFFI RVED- | N- PART
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JERRY SM TH ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
M CHAEL R. FLEM NG )
Adm ni strative Patent Judge )
MRF: dal
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